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Examiner 

Thong Q. Nguyen 



Applicant(s) 

SANDER, ULRICH 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

TftheoS • r 

! maxiS sLL^penod^I. app* and will expire SIX (6) MOOTWtan d* M communion, 

- Failure to reply within the set or extended period for reply will, by statute, cause the appl.cation to become ^DONED (35 US.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this commun.cat.on, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 26 December 2003 and 27 January 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) IS Claim(s) fJS is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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Art Unit: 2872 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
1/21/2003 has been entered. 

Specification 

2. The lengthy specification which was amended by the amendments has not been 
checked to the extent necessary to determine the presence of all possible minor errors. 
Applicant's cooperation is requested in correcting any errors of which applicant may 
become aware in the specification. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any Person skilled m the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 
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Claims 1 -1 5 are rejected under 35 USC 1 1 2, first paragraph because each of the 
claim 1 and 11 is a single means claim draws/recites only a single element/step 
instead of a combination. The mere recital of a multitude of elements in the claim 
is not determinative of the invention it defines. See In re Hyatt, 708 F.2d 712 
(Fed. Cir. 1983). 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 2-5 and 9-1 0 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Each of claims 2-5 and 9-10 is rejected under 35 USC 112; second paragraph 
because the feature "said darkening" (claim 2, line 3; claim 3, line 4; claim 4, line 
5; claim 5, line 5; claim 9, line 5 and claim 10, line 5) lacks a proper antecedent 
basis. 

Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

8. Claims 1 1 and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Negus et al (U.S. Patent No. 5,219,347). 

Negus et al disclose an optical device (20) for use with a microscope (22). The 
optical device (20) as described in columns 7-9 and shown in fig. 3, for example, 
comprises a light concentrating system having a lens system and a mirror 
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system. The lens system comprises a first lens (32) and a second lens (40) and 
the mirror system (72) comprises a mirror (42) having two sections (124 and 126) 
and a means for operating the mirror. The light concentrating system is used for 
focusing the light from a light beam (34) into a focal plane (28) with a sharp 
focusing point (46), In columns 8-9, Negus et al disclose that the section (124) of 
the mirror is moved away from section (126) of the mirror system for the purpose 
of defocus the light on the focal plane. 

While Negus et al do not clearly set forth a method or a set of steps for 
defocusing light on a focal plane; however, it would have been obvious to one 
skilled in the art at the time the invention was made to utilize the system provided 
by Negus et al by set forth a set of steps including the step of moving at least a 
portion of an optical assembly having plural optical elements for the purpose of 
defocusing a light beam at a focal plane. 

Conclusion 

9. The additional references are cited as of interest in that each discloses an optical 
device having lens elements in which the lens element(s) is able to move along an 

illuminating light path. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (703) 
308-4814. The examiner can normally be reached on M-F. 
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The fax phone numbers for the organization where this application or proceeding 
is assigned are (703) 308-7722 for regular communications and (703) 308-7722 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephonanumber is 703 308 
0956. 
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